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Cisco’s reply brief confirms that it has grossly uredtimated the length of time this case
would be delayed if a stay is granted pending final reswlutf theinter partesreexamination
(“IPR”) of the ‘519 Patent. Cisco, therefore, faibsdonsider, much less rebut, the substantial,
undue prejudice to plaintiff ESN that would inherently resuCisco also fails to demonstrate
how it will endure any unduleardship if this litigation proceeds expeditiously as scleedu
l. Cisco’s Argument Regarding Unreasonable Delay Is Disingemous

Cisco has used an incorrect interpretation and illogicallysis of the IPR statistics to
reach the dubious conclusion that this particular IPR miraculously be completed in one-
quarter of the time of all others. This could be ctimgzed as wishful thinking on Cisco’s part,
but for the fact that Cisco’s conduct clearly showat th wishes to drag out this conflict and
avoid any possibility of an injunction until the laggart of the next decade.

The statistics show that contested IPR proceedingkatg to take at least 6.5 years.
(ESN Opp. Br. Ex. A.) There is no basis for Ciscassertion that the present IPR will be
completed any faster than the approximately 390 other tié*Rate, including the 343 that came
before the present one. The fact is that since 2001PRohas reached a final conclusion
through internal and external appeals. (ESN Opp. Br.AEat 1.) The number of IPRs has
increased six-fold in the last few yearsld. If history is any lesson, the rapidly increasing
backlog of IPRs indicates that it is far more likdtatt the IPR of the ‘519 Patent will languish
for longer than the current average pendency of 6.5.yddrs IPR process is not working as it
was intended and, until Congress and the PTO figure watyado make it work, the only basis
for filing an IPR during litigation is to delay the plaffis right to a just and speedy trial.

Cisco’s assertion that there is a correlation betwibe time it takes for the PTO to issue

a first office action and the total time it takes @&mach final resolution of an IPR is wholly



unsupported. Even if this “leap-of-faith” was true, appiaatof the actual statistics to the
timeline of the IPR of the ‘519 Patent to date would lead to the opposite conclusion than
Cisco reached — the IPR of the ‘519 Patent will take Iotigen 6.5 years.

Cisco’s “faulty” analysis begins with a misrepreséintaof ESN’s position. Cisco states
that: “ESN calculates that the median time to fofice action is 18 months.” (Cisco Reply at
4.) ESN did not calculate any such statistics. Th#ssts were calculated by the Institute for
Progress and there is nothing in its report that suggestshé median time to a first office
action is anywhere near 18 months. These statist@slyplshow that the mean time from a
request for IPR to a first office action is 4.1 monting, 18 months as Cisco assertSe¢ESN
Opp. Br. Ex. A at 19 (mean time from IPR request to datigigroceed with IPR is 2.4 months;
mean time from decision to first office action i§ Imonths; 2.4 + 1.7 = 4.1 months).) Thus, a
proper reading of the independent statistical report previdebasis for concluding that the IPR
of the ‘519 Patent (first office action reached at 4 therand 7 days) would not fall squarely
within the predicted average pendency of at least 78.4hsi0n

Assuming,arguendo that a prediction of the total length of an IPR canmagle based
upon the timing of a first office action, the data sugg#dsat the IPR of the ‘519 Patent will take
longer than the average. 70% of first office actiomsissued on theame dayas the decision to
grant an IPR. (ESN Opp. Br. Ex. A at 17.) Indeed, théigpoof the MPEP cited by Cisco
states that: “In order to further the requirementsfoecial dispatch, the examiner's first Office
action on the merits in anter partesreexamination should ordinarily be mailed together with
the order for reexamination.” (MPEP 8§ 2661.) In this ¢hsdirst office action was issued June
13, 2008, nearly two months after the request was granted ah1&pr2008. Thus, under

Cisco’s rationale, the IPR of the ‘519 Patent will tékeger than 78.4 months.



Because Cisco misinterprets the statistics and incityreoncludes that the IPR will be
completed quickly, it has left entirely unrebutted thdstantial, undue prejudice to ESN that
would be inherent in delaying any trial in this action ud®l6 or later. ESN’s right to a just and
speedy trial would be destroyed. Half of the lifee&N’s patent would be gone. Lost evidence,
fading memories, aging trial counsel and even deceaseédssés would hinder ESN’s ability to
present the case that it brought before this Court.tr@gnto Cisco’s assertion, the availability
of money damages cannot cure these issues. In dimrgcadmtion to Cisco’s arguments to this
Court, Cisco V.P. and General Counsel, Mark Chandletifi¢els before Congress that the
Supreme Court in its receaBaydecision “rejected the district court’s ‘categorifalile that a
patent holder’s ‘lack of commercial activity in practicithgg patents’ and ‘willingness to license
its patents’ sufficed to demonstrate that the pateldiehavould not suffer irreparable harm in the
absence of an injunction.” (ESN Op. Br. Ex. C at 7.)

Il. ESN Will Suffer A Tactical Disadvantage

Cisco argues that “[t]here is no obstacle to ESNectilhg and submitting to the PTO
whatever evidence it desires.” (Cisco Reply at 5.)s Btatement ignores the fact that much of
the evidence that ESN may need to rebut Cisco’s amsdhat the inventions of the ‘519 Patent
are obvious is in Cisco’s possession.

The secondary considerations of non-obviousness includeothmercial success of the
inventions as embodied in an infringer’'s products. Relefacts will include the technical
details of Cisco’s products from which infringement maypboven, the amount of money Cisco
is making on these products (i.e., the magnitude of sacoé the inventions) and Cisco’s
understanding of what features of the accused products iaiegdihe success. Evidence that

Cisco recognized an unsolved problem, that it failedsiatitempts to solve the problem, and that



it ultimately copied the invention is also highly relevao the obviousness question. This
information is undoubtedly confidential and exclusiviel\Cisco’s possession. Even if the PTO
was a competent forum for weighing this evideh&SN'’s inability to get the evidence as part
of discovery in this litigation, would operate as a sevactical disadvantage.
lll. A Stay Will Not Provide The Benefit Of Issue Simplification

Cisco’s reply brief misstates ESN’s position regagdihether a stay is likely to provide
any benefit to weigh against the obvious prejudice that B#iNsuffer. Even Cisco’s brief is
internally inconsistent on this point. In the secondesare of its reply, Cisco states that ESN
“agrees that reexamination will either completelyotes this case or, at a minimum, dispose of
all of Cisco’s printed publication invalidity defenses.Cigco Reply at 1.) Then in the first
sentence of section |, it states that “ESN conte¢hds a stay will neither simplify the case nor
preserve judicial resources.” (Cisco Reply at 1.) Gmdylatter is true. As pointed out in ESN'’s
opposition brief, in addition to the 13 prior art refaren asserted in the IPR, Cisco has identified
over 100 additional alleged prior art products in its PR.iBvalidity contentions. (ESN Op.
Br. Ex. B at 5-7.) The raw numbers alone — 13 itemsiof art out of 113 — indicate that at best
there would be only @e minimusnarrowing of the invalidity issues. Moreover, besauthe
100-plus products overlap and are cumulative to the 13 pripatghts and printed publications,
the invalidity issues that the Court and jury will ultitaly be required to resolve will not be
materially narrowed by the IPR. For example, twdhaf prior patents at issue in the IRP are
Cisco patents and several of the asserted prior art geodwe Cisco products, which are
purportedly the commercial embodiments of these Ciscentsat Hence, Cisco ultimately plans

to make the same invalidity arguments in this litiga@enit is making in the IPR — except that

! The fact that the MPEP tells patent examiners tikemfindings on the secondary considerations of non-
obviousness does not mean that examiners are better equippeidh this evidence than are judges and juries.



the 100-plus products will be substituted for the 13 patewntpanted publications.

In an attempt to bolster its argument that the PTiaX&l rejection of the ‘519 claims in
a first office action suggests that the claims witinnately be eliminated or modified, Cisco
guotes this Court: “[T]hat the PTO has issued an OfficBoAaejecting all 210 claims in both
patents indicates that there is a large amount ofrtaity regarding the scope of the claims.
Premier Int'l Assoc. LLC v. Hewlett-Packard Ci&No. 2:07-cv-395, 2008 WL 2138158 (E.D.
Tex. May 19, 2008) (Folsom, J.)” (Cisco Reply at 2, fn £isco conveniently omits the first
part of this Court’s sentence, which highlights the faat the patentee had already filed several
amendments to the patents during the reexaminationvadtthis fact that the Court deemed
persuasive in concluding that the scope of the claimseirdexamined patents would likely be
different than those then before the Court, not teeenfact that the first office action rejected all
claims. See Premier Int’l, 2008 WL 2138158 at **1, 2, 4, 6. ESN has not amended the claims
of the ‘519 Patent and remains confident in the valigiitthe ‘519 Patent.
IV.  Cisco’s Conduct Before And After the Filing Of This Action Is Relevant

Cisco complains that ESN is interjecting Cisco’s paad post-litigation conduct for
inflammatory purposes only. To the contrary, this condechonstrates that Cisco’s motive for
filing the IPR was to unduly prejudice ESN and deny itktrig a just and speedy resolution of
this dispute. Anascape, Ltd. v. Microsoft Corpd75 F. Supp. 2d 612, 615 (E.D. Tex. 2007).
(“[T]he Court must be aware that a request for [re]Jaration can be used as a tactical tool to
delay a case and impose costs, with no real expectaabiany controversy will be resolved.”).
V. Conclusion

For the reasons stated in ESN’'s opposition brief dusl gur-reply, ESN respectfully

requests the Court to deny Cisco’s motion to stay.
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