Case 4:07-cv-00@7 Document 18  Filed 10/22/267 Page 1 of 13

IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF TEXAS  9ae100T 22 PH 8:21
FORT WORTH DIVISION

s enniaT
SLE‘:R‘?\ ‘:}} LU

AMERICAN AIRLINES, INC., §
§
Plaintiff §

Vs. § CIVIL ACTION NO. 4-07-CV-487-A
§
GOOGLE, INC. §
§
Defendant §

DEFENDANT GOOGLE’S REPLY IN SUPPORT
OF ITS MOTION TO DISMISS COMPLAINT

Joseph F. Cleveland, Jr.

BRACKETT & ELLIS

A Professional Corporation
100 Main Street

Fort Worth, Texas 76102-3090
Telephone: (817) 338-1700
Facsimile: (817) 870-2265

Michael H. Page
Klaus H. Hamm
Benjamin W. Berkowitz

KEKER & VAN NEST LLP
710 Sansome Street
San Francisco, CA 94111-1704

Telephone: 415/391-5400
Facsimile: 415/397-7188

ATTORNEYS FOR DEFENDANT
GOOGLE INC.

ORIGivs!




Case 4:07-cv-00€ Document 18  Filed 10/22/2‘ Page 2 of 13

DEFENDANT GOOGLE’S REPLY IN SUPPORT
OF ITS MOTION TO DISMISS COMPLAINT

L. INTRODUCTION
A simple example from paragraph 67 of American’s complaint demonstrates just how far
American asks this Court to expand the scope of trademark law. American alleges that the
following four-line advertisement infringes the trademark “American Airlines”:

United Airlines

Book Your Trip on United & Save.
E-Fares, Last Minute Deals & More!
www.united.com

Even though the advertisement does not contain the words “American Airlines,” even

though its title says “United Airlines,” even though its text says “Book Your Trip on United,”

and even though it lists the “www.united.com” internet address, American asserts that this ad
infringes its American Airlines mark, simply because it appears next to search results for
“american airlines.”

As Google’s opening brief points out—and as this example illustrates—American’s
complaint is an illegitimate attack on competition, not a legitimate claim for trademark
infringement. A party cannot infringe a trademark if it does not use the trademark as a
trademark, and (for example) the United ad most definitely does not use “American Airlines” as
a trademark. It is true that United Airlines literally “uses” the American Aitlines trademark as
the criterion to identify potential customers of American’s so that it can offer them travel
services under its own brand. This marketing strategy, however, is not trademark use: United
does nothing to create the impression that American has any connection to the travel services
United promotes.

Google’s opening brief aptly compares this “use” of “american airlines” to a generic
ibuprofen company that pays for shelf placement next to Advil. The generic manufacturer is
literally “using” the Advil name to target potential Advil customers, but it does not use the name
to suggest affiliation with Advil. Just as a drugstore customer will ask the shopkeeper where

Advil is located and is directed to an aisle where Advil is stocked as well as less expensive
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generic products; an internet user will ask Google where websites relevant to “american airlines”
are located and is directed to a web page displaying links for American Airlines’ website as well
as for other websites that may sell airline tickets. Neither case constitutes trademark use nor
trademark infringement.

American argues that a “more appropriate analogy would be that of a drugstore putting its
generic ibuprofen inside Advil® boxes and mixing them in among the real Advil® products.”
Am. Br. at 2. This absurd analogy would hold true if United Airlines actually used American’s

trademark in the text of its ad; for example, if the United ad had the title “American Airlines.” In

that counterfactual example, United would be using the American trademark to suggest an
affiliation with American, and a customer would not know that the ad really promoted United

until it clicked on the Sponsored Link and landed on the United website. In reality, however, the

United ad is titled “United Airlines” not “American Airlines.” Under the drugstore analogy, the
appropriate trade name is on the generic ibuprofen box and the customer knows what is in the
box the moment he sees it on the shelf (even though it is located next to an Advil box).

Google understands that trademark use could occur if advertisers incorporated third-party
trademarks into the text of their ads. That is one of the considerations that led Google to forbid
this practice. Once a trademark owner notifies Google that it does not want others to include the
trademark in their ads, Google takes down third-party ads displaying that trademark and blocks
others from appearing in the future. American’s revamped Advil analogy and its opposition
depend on pretending Google’s policy does not exist. For this and other reasons stated below,
American’s complaint should be dismissed for failure to state a claim.

II. FACTS

Although the allegations in American’s complaint must be accepted as true for purposes
of this motion, a complaint may not make general allegations that contradict its specific
allegations. See Jones v. Alcoa, Inc., 339 F.3d 359, 364 (5th Cir. 2003). American does just
that.

First, American distorts Google’s policy regarding the use of trademarks in ads that

appear on Google. That policy is simple. If a party does not want others to use its trademarks in
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the text or title of ads, Google forbids it:

When we receive a complaint from a trademark owner, we only investigate the

use of the trademark in ad text. If the advertiser is using the trademark in ad

text, we will require the advertiser to remove the trademark and prevent

them from using it in ad text in the future. Please note that we will not disable

keywords in response to a trademark complaint.1

Although this policy is clear, American ignores it, claiming that Google “does not make
an affirmative commitment” to refrain “from publishing Sponsored Links that infringe on the
proprietary trademarks or service marks of others.” Am. Br. at 4 n.3. Fortunately, the Court can
consider Google’s actual policy—quoted and cited in American’s complaint—rather than
American’s mischaracterization of it. Compl’t §50 & n. 11; see also Tellabs, Inc. v. Makor
Issues & Rights, Ltd.,, _U.S. _, 127 S.Ct. 2499, 2509 (2007) (“courts must consider ... when
ruling on Rule 12(b)(6) motions to dismiss, in particular, documents incorporated into the
complaint by reference”); Collins v. Morgan Stanley Dean Witter, 224 F.3d 496, 498-99 (5th Cir.
2000).

Second, American misrepresents how Sponsored Links are displayed, claiming they are
designed to be indistinguishable from natural search results because they share the same “color,
typeface, and font size.” Am. Br. at 3. However, the numerous screen shots from Google pages
displayed in American’s complaint demonstrate that Sponsored Links are always distinguished
from natural search results. Compl’t 9 64, 65, 67, 69. Sponsored Links appear in a shaded box
titled “Sponsored Links” above the search results, and Sponsored Links next to the search results
are separated by a solid line and appear under the title “Sponsored Links.” Id. American also
asserts that “Internet users do not understand Google’s ‘Sponsored Links’ to be advertisements,”
but the study it cites states the opposite: while “there are some differences in how users feel that

search engines can make paid results most obvious to them[, a]il agree that using the words

‘PAID’ or ‘SPONSORED’ is the most effective.”?

! http://www.google.com/tm_complaint_adwords.html (visited Oct. 17, 2007) (emphasis added).

? See Deborah Fallows, Search Engine Users: Internet searchers are confident, satisfied and trusting—but they are
also unaware and naive, at 25 (2005), at http://www.pewinternet.org/pdfs/PIP_Searchengine_users.pdf.
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III. ARGUMENT
A. A party cannot infringe if it does not use the trademark as a trademark.

Contrary to American’s arguments, the “trademark use” requirement exists. If a
defendant is using a plaintiff’s trademark “in a ‘non-trademark’ way - that is, in a way that does
not identify the source of a product - then trademark infringement and false designation of origin
laws do not apply.” Interactive Prods. Corp. v. a2z Mobile Office Solutions, Inc., 326 F.3d 687,
695 (6th Cir. 2003); see also 1-800 Contacts, Inc. v. WhenU.com, Inc., 414 F.3d 400, 412 (2d
Cir. 2005); DaimlerChrysler AG v. Bloom, 315 F.3d 932, 936 (8th Cir. 2003); Karl Storz
Endoscopy-Am., Inc. v. Surgical Techs., Inc., 285 F.3d 848, 855 (9th Cir. 2002).

Although American claims the Fifth Circuit has not adopted this trademark use
requirement, a close reading of Exxon Corp. v. Oxxford Clothes, Inc., 109 F.3d 1070 (5th Cir.
1997), demonstrates otherwise. The Fifth Circuit held that the plaintiff could not sustain a
trademark dilution claim against Exxon because it did not allege use of the relevant mark “as an
indicator of origin and/or quality of particular goods and services.” Exxon Corp., 109 F.3d at
1083. While American argues that the Fifth Circuit was “merely trying to illustrate the
difference between use of a mark ‘as a device of corporate identity and its use as a trade name or
trademark,’” it neglects to mention that the court provided this illustration when considering a
trademark dilution claim premised “upon matters wholly unrelated to the defendant’s use of the
allegedly diluting mark as a trademark{.]” Compare Am. Br. at 7 n.5 with Exxon Corp., 109
F.3d at 1084 (emphasis in original). The Fifth Circuit “reject[ed] this highly unorthodox view of
trademark law.” Exxon Corp., 109 F.3d at 1084; see also Lockheed Martin Corp. v. Network
Solutions, Inc., 141 F. Supp. 2d 648, 656 (N.D. Tex. 2001) (“claim must be premised upon the
defendant’s use of the allegedly diluting mark as a trademar ).

American’s final attempt to undermine the trademark use requirement is a strawman,

3 Boston Prof’l Hockey Ass’nv. Dallas Cap & Emblem Mfg., Inc., 510 F.2d 1004, 1009-10 (5th Cir. 1975), does not
limit the trademark use doctrine. American quotes a part of the opinion that discusses the likelihood of confusion

analysis, not the trademark use analysis. Am. Br. at 6. As American acknowledges in section I(C) of its brief,
trademark use and likelihood of confusion require separate analysis. See also 1-800 Contacts, Inc. v. WhenU.com,
Inc., 414 F.3d 400, 412 (2d Cir. 2005) (considering likelihood of confusion before considering trademark use “puts
the cart before the horse™).
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