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Monarch Rubber, 893 F.2d 1488, 1500
(5th Cir.1990), for the proposition that a
Lanham Act unfair competition claim
requires a person to demonstrate that (1)
the defendants made false statements of
facts about their product, (2) those
statements deceived, or had the potential to
deceive, a substantial segment of potential
customers, (3) the deception was material,
tending to influence purchasing decisions,
(4) the defendants caused their products to
enter interstate commerce, and (5) the
claimant has been or is likely to be injured
as a result. King, 179 F.3d at 373-74. To
the extent that the King court and others
have relied on this test, rather than the
digits of confusion, to prove a Lanham Act
unfair competition claim, this court
respectfully declines to follow such
precedent. See id;Taylor Made Golf
Company, Inc. v. MJT Consulting Group,
LLC, 265 F.Supp2d 732, 744-45
(N.D.Tex.2003).

This court declines to follow the five-
factor Taquino test in the context of an
unfair . competition claim because both
Taquino and the case from which Taquino
adopted the test (Skil Corp. v. Rockwell
International Corp., 375 F.Supp. 777, 783
(N.D.IIL.1974)), speak to false advertising
claims rather than unfair competition
claims. See Taquino, 893 F.2d at 1500
(finding that “[tlhe alleged false and
deceptive ‘advertising’ is not the type of
activity the Lanham Act was designed to
prevent™); Skil, 375 F.Supp. at 782-83
(applying the test in the context of
comparison advertisement). Under the
Lanham Act, false advertising claims are
distinct from unfair competition claims in
that an unfair competition claim concemns a
false or misleading description of fact
which is likely to cause confusion as to
affiliation or the source of goods, and a
Lanham Act false advertising claim
concerns a false or  misleading

representation of fact in commercial
advertising. Compare§ 1125(a)(1)(A)with§
1125(a)(1)(B); see also In re Connecticut
Mobilecom, 2003 WL 23021959, at *8-*10
(distinguishing between unfair competition
and false advertising claims, and applying
to the false advertising claim, but not to
the unfair competition claim, a test
identical to Taguino ). The difference in
language between § 1125(a)(1)(A) and §
1125(a)(1)(B) suggests that the same test
should not be used to resolve claims under
both statutory provisions. However, Fifth
Circuit precedent does just this. See
Logan, 263 F.3d at 462 (applying an
identical - five-factor test to a false
advertising claim); Seven-Up Co. v. Coca-
Cola Co., 86 F.3d 1379, 1383 n. 3 (5th
Cir.1996) (same). If courts are correct in
finding that the touchstone of a § 1125(a)[
(1) (A) ] unfair competition claim is
whether the defendant's actions are ‘likely
to cause confusion,” ’ Matrix Essentials
Inc., v. Emporium Drug Mart, Inc., 988
F.2d 587, 592 (5th Cir.1993)), and
likelihood of confusion also controls a
Texas common law unfair competition
claim such that both common law and
federal unfair competition -claims can be
disposed of in tandem under a likelihood
of confusion analysis, this court concludes
that the test applied to a Lanham Act
unfair competition claim should also be
applied to common law unfair competition
claims. Furthermore, that test should be the
multi-factored digits of confusion test.

MCW is correct in noting that likelihood of
confusion is generally regarded as a question of fact
and should not be decided in a Rule 12(b)(6)
motion to dismiss or in a motion for summary
judgment. King v. Ames, No. 3:95-CV-3180-G,
1997 WL 86416, *5 (N.D.Tex. Feb.18, 1997) (Fish,
1) (citing Society of Financial Examiners v.
National Association of Certified Fraud Examiners,
Inc., 41 F.3d 223, 225 (5th Cir.), cert. denied 515
U.S. 1103, 115 S.Ct. 2247, 132 L.Ed.2d 255
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), aff'd in part, rev'd in part,179 F.3d 370 (5th
Cir.1999). Courts have also found that plaintiffs are
not required to prove the likelihood of confusion at
the pleading stage. Eagle's Eye, Inc. v. Ambler
Fashion Shop, Inc, 627 F.Supp. 856, 859
(E.D.Pa.1985). There are, however, exceptions to
the general rule. First, where “the record in the case
at bar is devoid of any facts which would permit a
reasonable jury to find that consumers were likely
to be deceived,” and there is no evidence showing
how the plaintiff could have been injured by the
alleged mis-attribution, courts conclude that
summary judgment is an appropriate means by
which to dismiss a Lanham Act likelihood of
confusion claim. King, 1997 WL 86416 at *5-*6
(citing Matrix Essentials, 988 F.2d at 592-93),aff'd
on this point, 179 F.3d 370, 374 (5th Cir.1999)
(rejecting the argument “that the issue of confusion
may not be resolved on summary judgment”).
Second, where the goods between two parties are
unrelated as a matter of law, dismissal of a
likelihood of confusion claim pursuant to a Rule
12(b)(6) motion is appropriate. Toho Co., Ltd. v.
Sears, Roebuck & Co., 645 F.2d 788, 790 (9th
Cir.1981); Eagle's Eye, 627 F.Supp. at 860. The
present case presents an unusual unfair competition
claim. Not only are the goods unrelated as a matter
of law, but neither party is a direct competitor of
the other., MCW assists individuals with career
counseling, while the defendants operate a for
profit consumer complaint forum. Under these
circumstances, a Rule 12(b)(6) motion is a proper
vehicle for deciding whether MCW has stated a
Lanham Act unfair competition claim.

*16 The defendants argue for dismissal of the
unfair competition claim on the ground that they do
not compete with MCW. Specifically, the
defendants argue, there is no likelihood of
confusion in the absence of any affiliation between
the two companies. In response, MCW urges that
the court deny the Rule 12(b)(6) motion because
MCW has expressly alleged that the defendants use
the Bernard Haldane mark-without any consent or
authorization-in connection with publishing and
posting  false, misleading, and disparaging
statements about MCW and its goods or services on

the defendants' web sites. Specifically, MCW avers
that the defendants post web site reports using the
protected marks, create disparaging and defamatory
titles to postings using the protected marks, and
post numerous disparaging messages.

Bihari  v.  Gross, 119  F.Supp.2d 309
(S.D.N.Y.2000), is highly instructive here. In
Bihari, a provider of home design services, Bihari
Interiors, brought a trademark infringement action
and defamation suit against the operator of a
website, Gross, who was critical of Bihari and her
interior design services. /d. at 311-12, 314.Gross's
website was similar to the defendants' website in
the present case in that Gross's website provided
disparaging guest book entries and defamatory
titles. See id. at 314-15.All of the Gross websites
used the “Bihari Interiors” mark as text and as
metatags embedded within the websites'’ HTML
code.™N15/d. at 313.

FN15.“A metatag is a hypertext markup
language (“HTML”) code, invisible to the
Internet user, that permits web designers to
describe their web page.”Bihari, 119
F.Supp. at 312 n. 3.

Although Bihari recognized that the likelihood of
confusion question generally requires a multi-
factored digits of confusion test, the court declined
to apply the factors. /d. at 319 n. 13.The court
found that the factors were of little assistance
because the Gross websites did not sell any goods
of Bihari Interiors, did not directly compete with
Bihari Interiors, and no longer used the Bihari
Interiors mark in its domain name. Id Together,
these findings and the purpose of the web site were
enough to convince the court that any likelihood of
confusion was minimal. /d. at 318-19.The purpose
and function of the Gross websites was particularly
relevant to the court. The court noted that “no
reasonable viewer would Dbelieve that the
disparaging comments regarding Bihari's business
ethics .. are endorsed by Bihari”/d at
319.Furthermore, the court found it relevant that
there was no “lengthy delay between attempting to
access plaintiff's home page and learning that one
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had failed to do so.”Id.

In the present case, this court also finds that the
multi-factored digits of confusion are of little
assistance. The defendants' websites do not sell any
goods or services of Bernard Haldane and do not
compete, directly or indirectly, with Bernard
Haldane. Furthermore, the defendants' websites
have never used any of the Bernard Haldane marks
in its domain name. Most importantly, this court
fails to understand how any reasonable viewer of
the defendants' website would believe that the
disparaging comments regarding Bernard Haldane's
business are endorsed by Bernard Haldane. Those
accessing the defendants’ websites would
immediately recognize that the web pages do not
belong to Bernard Haldane. For these reasons, this
court finds there is absolutely no evidence of a
likelihood of confusion. Accordingly, MCW's
complaint does not properly state a claim for unfair
competition under § 1125(a)(1)(A) of the Lanham
Act.

iii. Lanham Act False Advertising Claim

*17 A false advertising claim under §
1125(a)(1)(B) of the Lanham Act requires a
plaintiff to allege: “(1) that the defendant has made
false or misleading statements as to his own
product or another's; (2) that there is actual
deception or at least a tendency to deceive a
substantial portion of the intended audience; (3)
that the deception is material in that it is likely to
influence purchasing decisions; (4) that the
advertised goods travelled in interstate commerce;
and (5) that there is likelihood of injury to the
plaintiff in terms of declining sales, loss of
goodwill, etc.”Seven-Up Co. v. Coca-Cola Co., 86
F.3d 1379, 1383 n. 3 (5th Cir.1996) (citing Ditri v.
Coldwell Banker Residential Affiliates, Inc. ., 954
F.2d 869, 872 (3d Cir.1992)); see also Logan v.
Burgers Ozark Country Cured Hams, Inc., 263 F.3d
447, 462 (5th Cir.2001). The defendants move for
dismissal of the Lanham Act false advertising claim
on the ground that the use complained of by MCW
is not in “commercial advertising or promotion.”
Defendants' Motion to Dismiss at 9. Therefore, the

defendants dispute only the first element of a false
advertising claim. Seven-Up, 86 F.3d at 1383 and n.
3 (stating that only the first element is in dispute
when the court's focus “is solely on the issue of
whether the Coca-Cola presentation falls within the
meaning of ‘commercial advertisement or
promotion’ under  the [Lanham]  Act”).
Consequently, the remaining four elements need
not be discussed.

Fifth Circuit precedent holds that a representation
constitutes a  “commercial  advertising  or
promotion” under § 43(a)(1)}B) if it is “(1)
commercial speech; (2) by a defendant who is in
commercial competition with plaintiff; (3) for the
purpose of influencing consumers to buy
defendant's goods or services. While the
representations need not be made in a ‘classical
advertising campaign,” but may consist insist
instead of more informal types of ‘promotion,” the
representations (4) must be  disseminated
sufficiently to the relevant purchasing public to
constitute ‘advertising’ or ‘promotion’ within that
industry.”Seven-Up, 86 F.3d at 1384 (finding the
four factor test to be both accurate and sound). In
this case, the court need not inquire any further than
the second and third elements to determine that the
defendants' postings on their websites do not
constitute commercial advertising or promotion.
With regard to the first element, the defendants are
not in commercial competition with MCW. The
defendants and MCW produce wholly unrelated
goods or services. The third element is absent from
the claim as well because the defendants do not
make or post any of the disparaging messages for
the purpose of influencing consumers to buy the
defendants' goods or services rather than MCW's.
In other words, there is no commercial attempt to
entice consumers to switch from the services
offered by MCW to the services offered by the
defendants. See id at 1386 (finding the third
element satisfied where Coca-Cola developed and
designed materials to target independent bottlers
and convince them to switch from 7Up to Sprite).

*18 Because MCW cannot show that the defendants
have used the Bemnard Haldane Marks in
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